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DETAILED ACTION 

Status of Application 

1 . The claims 1 -1 5 are pending and presented for the examination. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
PCT/JP05/11433. 

Information Disclosure Statement (IDS) 

3. The information disclosure statements (IDS) were submitted on 02/20/2007 and 
10/31/2007. The submissions are in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the information disclosure statements are being considered by the 
examiner. Please refer to applicant's copy of the 1449 herewith. 

Double Patenting 

4. Applicant is advised that should claim 13 be found allowable, claim 13 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kamiyama et al (US 6043940). 

Claims 1 and 2 are drawn to an optical medium. 

Kamiyama et al teaches optical lenses with compositions that include KTa0 3 
(see Abstract). This composition would inherently have a cubic structure because the Li 
and Nb content are within the ranges cited by applicant in the specification for transition 
temperature below room temperature. Therefore, all of the compositional and structural 
limitations of the claims 1 -2 are met. Kamiyama et al further teaches that the lenses 
taught have a high refractive index of over 2.0, and more specifically from 2.0-3.7 (see 
Abstract and column 2, lines 40-48). This indicates that lenses with the compositional 
and structural properties of claim 6 and as taught by Kamiyama will inherently have 
refractive indices above 2.2. 

7. Claims 6 and 7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kamiyama et al (US 6043940). 

Claims 6 and 7 are drawn to a lens with the same structural and compositional 
properties as the claims 1 and 2. 
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As discussed above, Kamiyama et al teaches a lens with the compositional and 
structural properties of claims 6 and 7, and that would inherently have a refractive index 
that meets the limitation of claims 6 and 7. Kamiyama et al does not teach the 
transmission of light through a 10mm thickness. However, Kamiyama et al does teach 
that the transmittance is excellent, and the optical materials of Kamiyama et al and 
instant application have equivalent compositional and structural properties. Therefore, 
the Kamiyama lenses would inherently have this transmission property. Kamiyama et al 
therefore teaches all of the limitations of claims 1-2 and 6-7. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 0. Claims 3 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Kamiyama et al (US 6043940). 
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Claims 3 and 8 are drawn to an optical medium and a lens with the same 
structural and compositional limitations. 

Kamiyama et al teaches an optical lens with the composition K(Ta,Nb)C>3 (see 
Abstract). This composition includes Ta and Nb amounts that encompass the amounts 
of the limitation in claims 3 and 8. One of ordinary skill in the art, through ordinary 
experimentation and optimization of the range taught by Kamiyama et al, would arrive at 
K(Ta,Nb)C>3 compositions that meet the limitations of claims 3 and 8. See MPEP 
2144.05 (II). 

"[W]here the general conditions of a claim are disclosed in the prior art, it is not 

inventive to discover the optimum or workable ranges by routine experimentation." In re 

Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 

(CCPA1955) 

"The normal desire of 

scientists or artisans to improve upon what is already generally known provides the 
motivation to determine where in a disclosed set of percentage ranges is the optimum 
combination of percentages." 
Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382 

Therefore, the claims are obvious and not patentably distinct over the prior art of record. 

1 1 . Claims 4 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Hofmeister et al (US 5785898). 

Claims 4 and 5 are drawn to optical media. 
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Hofmeister et al teaches optical crystalline material with a composition Ki. y Li y Tai- 
x Nb x 0 3 , wherein x is between 0 and 1 and y is between 0.005 and 0.09 (see Abstract 
and claim 5). Because the x value of the formula can be 0, the Hofmeister teachings 
meet the limitations of claim 4. The y range encompasses the range of claims 4 and 5. 
Clearly, the optical materials taught by Hofmeister et al include those of claims 4 and 5. 
One of ordinary skill in the art, through ordinary experimentation and optimization within 
the ranges taught by Hofmeister et al, would arrive at Ki-yLiyTai-xNb x C>3 compositions 
that meet the limitations of claims 4 and 5. See MPEP 2144.05 (II) and cases discussed 
above. Therefore, the claims are obvious and not patentably distinct over the prior art of 
record. 

12. Claims 9-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Hofmeister et al (US 5785898) in view of Kamiyama et al (US 6043940). 
Claims 9 and 10 are drawn to optical lenses. 

While Hofmeister et al teaches optical materials that meet the compositional 
limitations of claims 9 and 10, the use of the materials as lenses is not taught. However, 
as discussed above, Kamiyama et al teaches lenses made from optical materials that 
are similar to those taught by Hofmeister et al. The materials include KTaC>3 and 
K(Ta,Nb)0 3 , as well as materials where Li is in the "a" position (see Abstract). The use 
of such similar materials by Kamiyama as lenses would show one of ordinary skill in the 
art that the materials taught by Hofmeister et al could be used as optical lenses. One 
would have been motivated to use the materials for lenses in order to realize the many 
functions that lenses can provide, and to do so with the benefits given by the Hofmeister 
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materials. One would have expected reasonable success in this modification because, 
as discussed above, the materials taught by Hofmeister et al and Kamiyama et al are 
very similar, and thus no detrimental effects would be expected from the modification. 
Therefore, claims 9 and 10 are obvious and not patentably distinct over the prior art of 
record. 

13. Claims 11-13 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kamiyama et al (US 6043940) in view of Fujikawa et al (US 6559084). 
Claims 11-13 and 15 are drawn to prisms. 

As discussed above, the compositional limitations of claims 11-13 and 15 are 
either anticipated by or unpatentable over the teachings of Kamiyama et al. Kamiyama 
et al does not teach that the optical material can be made into prisms. However, the use 
of a(30 3 -type materials to create prisms was known in the art at the time the invention 
was filed. Therefore, it would have been obvious to create prisms from the materials 
taught by Kamiyama et al. 

Fujikawa et al teaches a ceramic composition wherein the main component is 
BaTiC>3, an aBCVtype material like those of instant application. The material is made 
into prisms (see column 1 1 , lines 55-67). This teaching would indicate to one of ordinary 
skill that these types of materials can be formed into prism shapes. Because the 
usefulness of prisms is well known in the art, one would be motivated to create prism 
shapes from the materials taught by Kamiyama et al. Absent teaching as to the 
properties of this modified prism, it is the opinion of the examiner that a prism shape 
with the Kamiyama composition (which is equivalent to those of claims 11-13 and 1 5) 
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would have the optical properties recited in claim 1 1 . Because it would have been 
obvious to create a prism from the Kamiyama material, and because such a prism 
would meet all of the limitations of claims 11-13 and 15, the claims are obvious and not 
patentably distinct over the prior art of record. 

14. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hofmeister et al (US 5785898) in view of Fujikawa et al (US 6559084). 

Claim 14 further limits claim 1 1 by further specifying the compositional 

limitations. 

As discussed above, the compositional limitations of claim 14 are unpatentable 
over the teachings of Hofmeister et al but Hofmeister et al does not teach that the 
optical material can be made into prisms. However, the use of a(303-type materials to 
create prisms, as taught by Fujikawa et al and as discussed above, was known in the 
art at the time the invention was filed. Therefore, it would have been obvious to create 
prisms from the materials taught by Hofmeister et al, again for the reasons discussed 
above. Absent teaching as to the properties of this modified prism, it is the opinion of 
the examiner that a prism shape with the Hofmeister composition (which is equivalent to 
that of claim 14) would have the optical properties recited in claim 14. Because it would 
have been obvious to create a prism from the Hofmeister material, and because such a 
prism would meet all of the limitations of claim 14, the claim is obvious and not 
patentably distinct over the prior art of record. 

Conclusion 
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15. No claim is allowed. 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Noah S. Wiese whose telephone number is 571-270- 
3596. The examiner can normally be reached on Monday-Friday, 7:30am-5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 571-272-0579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Noah Wiese 
January 24 th , 2008 
AU4116 
/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 411 6 



